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- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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RESPONSE TO AMENDMENT 

Request for Continued Examination 

1 . The Request for Continued Examination (RCE) under 37 CFR 1 .53 (d) filed on June 25, 
2008 is acceptable and a RCE has been established. An action on the RCE follows. 

2. Claims 1-3, 5-16 and 18-22 are pending in the application, claims 4 and 17 have been 
cancelled. 

3. Amendments to the claims, filed on May 27, 2008, have been entered in the above- 
identified application. 

REJECTIONS 

4. The text of those sections of Title 35, U.S. Code not included in this action can be 
found in a prior Office action. 

Claim Rejections - 35 USC § 112 

5. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

6. Claims 1-3, 5-16 and 1 8-22 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter, which 
was not described in the specification in such a way as to reasonably convey to one skilled in the 
relevant art that the inventor(s), at the time the application was filed, had possession of the 
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claimed invention. In the instant case amended claims 1-3, 5-16 and 18-22 contain(s) the 
limitation "a rail system." The specification does not disclose a "rail system," it does mention 
specific "deck rails", "fence rails" etc. However, there is no support for the broader concept of a 
"system", therefore this limitation is considered new matter. 

7. Claims 1-3, 5-16 and 18-22 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter, which 
was not described in the specification in such a way as to reasonably convey to one skilled in the 
relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. In the instant case amended claims 1, 9 and 14 contain(s) the limitation "a 
rail component." The specification does not disclose a "rail component," it does mention 
specific "deck rails", "fence rails" etc. However, there is no support for the broader concept of a 
"rail component", therefore this limitation is considered new matter. 

8. Claims 1-3, 5-16 and 18-22 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

The term "rail system" in claims 1-3, 5-16 and 18-22 is unclear and renders the claims 
vague and indefinite. It is unclear from the specification and the claims what constitutes a rail 
system beyond the reinforced component. 

The term "rail component" in claims 1, 9 and 14 is unclear and renders the claims vague 
and indefinite. It is unclear from the specification and the claims what constitutes a rail 
component beyond the reinforced component. 
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Claim Rejections - 35 USC §102 

9. Claims 1-3, 5-16 and 1 8-22 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Nakao (U.S. Patent No. 5,443,887). 

Regarding Applicant's claims 1, 5, 7, 9, 11, 14, 20 and 22, Nakao discloses a component 
comprising: a metal substrate having a perforation (col. 6, line 21); and a composite outer layer 
comprising a plastic and at least one filler, wherein the filler is selected from the group 
consisting of cellulosic fillers and inorganic fillers (col. 6, lines 26-27 and col. 2, lines 1-5 and 
lines 40-42), said composite formed on said substrate such that all sides of said substrate are 
coated by said outer layer and said composite passes through said perforation in said substrate 
(col. 1, lines 12-13, col. 6 lines 11-20 and the figures). 

The limitation "rail component" is deemed to be a statement with regard to the intended 
use and is not further limiting in so far as the structure of the product is concerned. In article 
claims, a claimed intended use must result in a structural difference between the claimed 
invention and the prior art in order to patentably distinguish the claimed invention from the prior 
art. MPEP § 21 1 1.02. Furthermore, the article of Nakao is deemed to be a "rail system," 
because Nakao meets all the structural limitations of the claims. 

Regarding Applicant's claims 2, 3, 10, 15 and 16, Nakao discloses the substrate is a sheet 
(figures 1 and 2) and substrate is deemed to have a higher bending strength than a comparable 
size piece of said composite, since Nakao 's component has the same claimed structure and 
composition. 

Regarding Applicant's claims 6, 12 and 19, Nakao discloses said plastic is selected from 
the group consisting of polyethylene, polypropylene, and polyvinyl chloride (col. 4, lines 3-29). 
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Regarding Applicant's claims 8, 13 and 21, the limitation "said composite is formed 
about said substrate by a process selected from the group consisting of extrusion, compression 
molding, and injection molding" is a method limitation and does not determine the patentability 
of the product, unless the process produces unexpected results. The method of forming the 
product is not germane to the issue of patentability of the product itself, unless Applicant 
presents evidence from which the Examiner could reasonably conclude that the claimed product 
differs in kind from those of the prior art. MPEP 2113. Furthermore, there does not appear to be 
a difference between the prior art structure and the structure resulting from the claimed method 
because Nakao discloses claimed structure of claims 1, 9 and 14. 

Regarding Applicant's claim 18, Nakao discloses said substrate has a plurality of 
perforations through which the composite passes (figures 1 and 2). 

ANSWERS TO APPLICANT'S ARGUMENTS 

10. Applicant's arguments in the response filed May 27, 2008 regarding the previous 
rejections of record have been carefully considered but are deemed unpersuasive. 

Applicant argues that Nakao does not teach or even suggest a rail system comprising a 
rail component. 

Applicant has failed to specifically point out how Nakao fails to teach or even suggest a 
rail component or a rail system. 



Application/Control Number: 10/758,737 Page 6 

Art Unit: 1794 

Conclusion 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Alicia Chevalier whose telephone number is (571) 272-1490. 
The examiner can normally be reached on Monday through Friday from 8:00 am to 4:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rena Dye, can be reached on (571) 272-3186. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



/Alicia Chevalier/ 

Primary Examiner, Art Unit 1794 

9/2/2008 



